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DETAILED ACTION 
Claim Rejections - 35 USC § 112 
1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2 . A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. See MPEP § 
2173.05(c). Note the explanation given by the Board of Patent Appeals and Interferences in Ex 
parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App; & Inter. 1989), as to where broad language is 
followed by "such as" and then narrow language. The Board stated that this can render a claim 
indefinite by raising a question or doubt as to whether the feature introduced by such language is 
(a) merely exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 
86 USPQ 481 (Bd. App. 1949). 

3. In the present instance, claims 1, 5, 7, 8, 12, 14, 15, 16, and 17 are rejected under 35 
U.S.C. 112, second paragraph, for reciting a broad claim of what communication network 
protocols are covered by the invention and reciting how the packets from differing protocols 
move to alternate networking protocols, which is the narrower statement of the range/limitation. 
Broad claim recitation includes using terms "first addressing" and "second addressing." For the 
duration of this examination, the examiner will broadly interpret that the term "first addressing" 



Application/Control Number: 10/525,484 
Art Unit: 4183 



Page 3 



will include Internet Protocol v4, or IPv4, and "second addressing" will include Internet Protocol 
v6, or IPv6. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. Claims 1-7 are rejected as broadly interpreted and explained above and further under 35 
U.S.C. 103(a) as obvious in view of Templin (U.S. Patent Application Number 2001/0040895) 
and further in view of Mahalingaiah (U.S. Patent Application Number 2002/01 14326 Al) and 
Wang et al (DDTS: A Transparent and Scalable Solution for IPv4 to IPv6 Transition, IEEE, 
March 2001). 

Templin teaches the method of handling messages in an interface between an external 
network and an internal network comprising the steps of: 
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• Setting a first address according to a first addressing (IPv4) protocol on a port connected 
to the external network (global) for the transmission of messages according to the first 
address (IPv4) 

• Transmitted messages comprise messages including embedded messages according to a 
second addressing (IPv6) protocol and messages according to the first addressing (IPv4) 
protocol. 

Furthermore, Templin discloses: 

• Address of an internal network port belongs to the same subnet as the address of the 
external network port 

• The address of the second port is at the same hierarchical level in the same addressing 
system as the address of the external network port 

• Steps of receiving at least one message according to the first addressing protocol on the 
first port 

• Determine if the message includes an embedded message according to the second 
protocol 

• Step of determining includes analyzing the protocol field of the message header and 
determining that it is a message including an embedded message if the protocol field 
indicates this 

• Extracting the embedded message according to the second addressing protocol from the 
message according to the first addressing protocol and forwarding the extracted message 
to a port interfaced with a network according to a second addressing protocol 

(Abstract, Paragraph 0007, Figure 2; Paragraph 0035). 
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Templin fails to teach what happens to received non-embedded IPv4 messages, how the 
interface could handle internal network traffic that uses two different addressing protocols, or 
assign functions to specific ports on the interface device. 

However, Mahalingaiah teaches the method of handling messages in an interface 
between an external network and an internal network comprising the steps of: 

• Assigning a second address to the second port. 

• Assigning a second port connected to a first part of the internal network as a port to be 
used for all messages not including embedded messages (forwarded directly) 

• Assigning the second port as a port to be used comprises setting the port as a default port 
for the first part of the internal network 

• Forwarding the message unchanged to the second port for sending to the first part of the 
internal network 

for the purpose of allowing communication between nodes on separate networks, internal and 
external, of different addressing protocols. (Abstract; Figure 3; Paragraphs 0053-0055, and 
0059). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to combine Templin's method with Mahalingaiah's in order to provide one 
method that allows one interface unit capable of passing messages, embedded and non- 
embedded, from the external network to one of two internal networks, one network using the 
same protocol as the external network (IPv4) while the other is the second, alternate protocol 
(IPv6). It would have been obvious to assign dedicated ports on the interface unit for each 
network in order to allow messages to transfer from one network protocol to another. 
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In addition, Wang discloses the method of: 

• Informing the first part of the internal network about the second port and its address, such 
that original messages according to the first address can be transferred between the 
internal network and the external network. 

• Assigning a second address to the second port, which is closely related to the address of 
the first port 

which will enable the method to allow communication between external network nodes, using 
the first addressing protocol, with nodes on the internal networks using the first and second 
addressing protocol (Page 249, Paragraph 9 - Page 250, Paragraph 1). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to combine the combination of Templin and Mahalingaiah's methods 
mentioned above with Wang's in order to provide a method that allows for one interface unit 
capable of assigning addresses to nodes within an internal network of separate addressing . 
protocols. This will allow communication between external network nodes, using the first 
addressing protocol, with nodes on the internal networks using the first and second addressing 
protocols. 

7. Claims 8-14 are rejected as broadly interpreted and explained above and further under 35 
U.S.C. 103(a) as obvious in view of Templin (U.S. Patent Application Number 2001/0040895) 
and further in view of Mahalingaiah (U.S. Patent Application Number 2002/01 14326 Al) and 
Wang et al (DDTS: A Transparent and Scalable Solution for IPv4 to IPv6 Transition, IEEE, 
March 2001). 
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Templin teaches an interface device between an external network and an internal network 
comprising the steps of: 

• Setting a first address according to a first addressing (IPv4) protocol on a port connected 
to the external network (global) for the transmission of messages according to the first 
address (IPv4) 

• Transmitted messages comprise messages including embedded messages according to a 
second addressing (IPv6) protocol and messages according to the first addressing (IPv4) 
protocol. 

Furthermore, Templin discloses: 

• Address of an internal network port belongs to the same subnet as the address of the 
external network port 

• The address of the second port is at the same hierarchical level in the same addressing 
system as the address of the external network port 

• Steps of receiving at least one message according to the first addressing protocol on the 
first port 

• Determine if the message includes an embedded message according to the second 
protocol 

• Step of determining includes analyzing the protocol field of the message header and 
determining that it is a message including an embedded message if the protocol field 
indicates this 
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• Extracting the embedded message according to the second addressing protocol from the 
message according to the first addressing protocol and forwarding the extracted message 
to a port interfaced with a network according to a second addressing protocol 

(Abstract, Paragraph 0007, Figure 2; Paragraph 0035). 

Templin fails to teach what happens to received non-embedded IPv4 messages, how the 
interface could handle internal network traffic that uses two different addressing protocols, or 
assign functions to specific ports on the interface device. 

However, Mahalingaiah teaches in the same field of endeavor an interface device 
between an external network and an internal network comprising the steps of: 

• Assigning a second address to the second port. 

• Assigning a second port connected to a first part of the internal network as a port to be 
used for all messages not including embedded messages (forwarded directly) 

• Assigning the second port as a port to be used comprises setting the port as a default port 
for the first part of the internal network 

• Forwarding the message unchanged to the second port for sending to the first part of the 
internal network 

for the purpose of allowing communication between nodes on separate networks, internal and 
external, of different addressing protocols (Abstract; Figure 3; Paragraphs 0053-0055, and 0059). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to combine Templin's method with Mahalingaiah's in order to provide one 
interface device capable of passing messages, embedded and non-embedded, from the external 
network to one of two internal networks, one network using the same legacy protocol as the 
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external network (IPv4) while the other is the more modern protocol (IPv6). It would have been 
obvious to assign dedicated ports on the interface unit for each network in order to allow 
messages to transfer from one network protocol to another. 

In addition, Wang teaches in the same field of endeavor an interface device capable of: 

• Informing the first part of the internal network about the second port and its address, such 
that original messages according to the first address can be transferred between the 
internal network and the external network. 

• Assigning a second address to the second port, which is closely related to the address of 
the first port 

which will allow communication between external network nodes, using the first addressing 
protocol, with nodes on the internal networks using the first and second addressing protocol 
(Page 249, Paragraph 9 - Page 250, Paragraph 1). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to combine the combination of Templin and Mahalingaiah's methods 
mentioned above with Wang's in order to provide one interface device capable of assigning 
addresses to nodes within an internal network of separate addressing protocols. This will allow 
communication between external network nodes, using the first addressing protocol, with nodes 
on the internal networks using the first and second addressing protocols. 
8. Claim 15 is rejected as broadly interpreted and explained above and further under 35 
U.S.C. 103(a) as obvious over Mahalingaiah (U.S. Patent Application Number 2002/01 14326 
Al) and further in view of Templin (U.S. Patent Application Number 2001/0040895). 

Mahalingaiah teaches an internal network comprising the steps of: 
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• a first part 

• an interface device, connectable between the first part and the external network, said 
interface device comprising 

o a second port connected to the first part of the internal network 
o a control unit arranged to: 

■ a second port as a port to be used for messages sent unchanged from the 
first port 

■ inform the first part of the internal network about the second port and its 
address, such that original messages according to the first address can be 
transferred between the internal network and the external network 

■ assign a second address to the second port, which is closely related to the 
address of the first port 

(Abstract; Figure 3; Paragraphs 0053-0055, and 0059). 

Mahalingaiah fails to teach the interface device is capable of receiving embedded and 
non-embedded messages according to a first addressing protocol from an external network, the 
first part of the internal network uses the second port on the interface device for all messages not 
including embedded messages, and a second address is assigned a port, which is closely related 
to the address of the first port. 

In the same field of endeavor, Templin teaches about an interface device comprising the 
steps of: 

• an interface device connectable between the first part and the external network, said 
interface device comprising: 
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o a first port connectable to the external network for reception of messages sent 
according to the first address and having a first address according to a first 
addressing protocol, where received messages comprise messages including 
embedded messages according to a second addressing protocol and original 
messages according to the first address, 
for the purpose of allowing an internal network that utilizes both first and second addressing 
protocols to interact with an external network using the first addressing protocol (Abstract, 
Paragraph 0007, Figure 2; Paragraph 0035). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
applicant's invention was made to take the interface device in the communication network taught 
by Mahalingaiah and modify it by adding to it the functionality of the interface device taught by 
Templin which will allow nodes in an internal network either on a network using the first 
addressing protocol or a network using the second addressing protocol to become capable of 
communicating with nodes on an external network using the first addressing protocol. 
9. Claim 16 is rejected as broadly interpreted and explained above and further under 35 
U.S.C. 103(a) as obvious over Mahalingaiah (U.S. Patent Application Number 2002/01 14326 
Al) and further in view of Wang et al (DDIS: A Transparent and Scalable Solution for IPv4 to 
IPv6 Transition, IEEE, March 2001). 

Mahalingaiah teaches a computer program product with a computer readable medium 
usable on a computer connectable between an internal and external network and having a first 
address according to a first addressing protocol to be used on a first port connectible to the 
external network for transmission of messages and a computer readable medium having thereon: 
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• computer program code means, to make the computer execute, when said program is 
loaded in the computer: 

o assigning a second port connectible to a first part of the internal network 
o assign a second address to the second port, which is closely related to the address 
of the first port 

o informing the first part of the internal network about the second port and its 

address, such that messages can be transferred between the internal network and 
the external network 
(Abstract; Figure 3; Paragraphs 0051-0053, 0055, and 0059). 

Mahalingaiah fails to teach that the first port connected to the computer, connected to an 
external network, passes embedded and non-embedded messages according to the first 
addressing protocol, and the second port is dedicated to the internal network with a matching 
address and addressing protocol to the first port for all messages not including embedded 
messages. 

However, in the same field of endeavor Wang discloses about a computer program 
product comprising a computer readable medium to be used on a computer that is connectable 
between an internal and external network and having a first address according to a first 
addressing protocol to be used on a first port connectable to the external network for 
transmission of messages according to the first addressing protocol, where transmitted messages 
comprise messages including embedded messages according to a second addressing protocol and 
original messages according to the first addressing protocol, said computer readable medium 
having thereon: 



Application/Control Number: 10/525,484 Page 13 

Art Unit: 4183 

• computer program code means, to make the computer execute, when said program is 
loaded in the computer: 

o assigning a second port connectable to a first part of the internal network as a port 

to be used for all messages not including embedded messages, 
o assigning a second address to the second port, which is closely related to the 

address of the first port, and 
o informing the first part of the internal network about the second port and its 

address, such that original messages according to the first addressing protocol can 
be transferred between the internal network and the external network 
(Page 249, Paragraph 9 - Page 250, Paragraph 1; Page 250, Paragraphs - Page 251, Paragraph 
1; Figure 1). 

It would have been obvious to one of ordinary skill in the art at the time the applicant's 
invention was made to take the computer program product with a computer readable medium 
taught by Mahalingaiah and modify it by adding functionality as taught by Wang, which would 
create one computer program product comprising a computer readable medium to control ari 
interface device to allow nodes in an internal network either on a network using the first 
addressing protocol or a network using the second addressing protocol to become capable of 
communicating with nodes on an external network using the first addressing protocol. 
10. Claim 17 rejected as broadly interpreted and explained above and further under 35 
U.S.C. 103(a) as obvious over Mahalingaiah (U.S. Patent Application Number 2002/01 14326 
Al) and further in view of Wang et al (DDTS: A Transparent and Scalable Solution for IPv4 to 
IPv6 Transition, IEEE, March 2001). 
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Mahalingaiah teaches a computer program element usable on a computer connectable 
between an internal and external network and having a first address according to a first 
addressing protocol to be used on a first port connectible to the external network for transmission 
of messages and a computer readable medium having thereon: 

• computer program code means, to make the computer execute, when said program is 
loaded in the computer: 

o assigning a second port connectible to a first part of the internal network 
o assign a second address to the second port, which is closely related to the address 
of the first port 

o informing the first part of the internal network about the second port and its 

address, such that messages can be transferred between the internal network and 
the external network 
(Abstract; Figure 3; Paragraphs 0051-0053, 0055, and 0059). 

Mahalingaiah fails to teach that the first port connected to the computer, connected to an 
external network, passes embedded and non-embedded messages according to the first 
addressing protocol, and the second port is dedicated to the internal network with a matching 
address and addressing protocol to the first port for all messages not including embedded 
messages. 

However, in the same field of endeavor Wang discloses about a computer program 
element to be used on a computer that is connectable between an internal and external network 
and having a first address according to a first addressing protocol to be used on a first port 
connectable to the external network for transmission of messages according to the first 
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addressing protocol, where transmitted messages comprise messages including embedded 
messages according to a second addressing protocol and original messages according to the first 
addressing protocol, said computer readable medium having thereon: 
• computer program code means, to make the computer execute, when said program is 
loaded in the computer: 

o assigning a second port connectable to a first part of the internal network as a port 

to be used for all messages not including embedded messages, 
o assigning a second address to the second port, which is closely related to the 

address of the first port, and 
o informing the first part of the internal network about the second port and its 

address, such that original messages according to the first addressing protocol can 
be transferred between the internal network and the external network 
(Page 249, Paragraph 9 - Page 250, Paragraph 1; Page 250, Paragraph 5 - Page 251, Paragraph 
1; Figure 1). 

It would have been obvious to one of ordinary skill in the art at the time the applicant's 
invention was made to take the computer program product with a computer readable medium 
taught by Mahalingaiah and modify it by adding functionality as taught by Wang, which would 
create one computer program element to control an interface device to allow nodes in an internal 
network either on a network using the first addressing protocol or a network using the second 
addressing protocol to become capable of communicating with nodes on an external network 
using the first addressing protocol. 
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Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Wang et al (DDTS: A Transparent and Scalable Solution for IPv4 to IPv6 Transition, 
IEEE, March 2001.) 

Carpenter et al {Connection of IPv6 Domains via IPv4 Clouds, Network Working Group, 
February 2001). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert Root whose telephone number is 571-270-1960. The 
examiner can normally be reached on Monday to Thursday from 7:30am to 5:00pm Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Len Tran can be reached on 571-272-1 184. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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